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DETAILED ACTION 

The finality of the last Office action is withdrawn to include the rejection of claim 4 as 
argued by Appellant and minor oversights. Thus, prosecution is reopened to correct these 
matters. The Examiner previously rejected claims 3 and 4 in paragraph 12, line 2, but did not put 
the claim numbers in the rejection statement. The new office action is presented below to 
include the claim numbers 3 and 4. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1 (amended) -3, 6 and 24 are rejected under 35 U.S.C. 102(b) as being anticipated 
by USPN 5,691,061 to Hanse et al. 

Hanse teaches a refractory shape having a coating. The body is of a refractory material (2) 
having a layer (10) that covers the body partially or completely that is oxidized, also comprising 
a slagline collar (8) or liner (10) which functions as an insulative coating (includes substantially 
covering), with a layer of glaze (3) which has the purpose of preventing oxidation of the 
refractory material during preheating and use. See col. 4, lines 25-40. A bore is defined in 
Figure 5 (new claim 24). The material contains carbon, a binder, and alumina at col. 4, lines 45- 
50. At col. 6, lines 50-60, teaches carbon-containing graphite as part of the refractory material. 
Figures 1 and 6 show a nozzle, thin and curved. 
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Claims 1 (amended)-3, 6 and 24 (new) are rejected under 35 U.S.C. 102(b) as being 
anticipated by USPN 5,370,370 to Benson. 

Benson discloses a carbon-bonded, oxide refractory body in the form of a nozzle for use in 
casting molten metal, such as aluminum-killed steel (see col. 5, line 12+), where sleeve 16 serves 
as an insulative coating the substantially covers the nozzle forming a second outer surface, where 
the exterior second surface is coated with a glaze of a glass forming frit material (see col. 6, line 
20+). See Figure. A bore is defined in the Figure (new claim 24). Benson discovered that a 
carbon-bonded, oxide refractory material such as carbon-bonded alumina graphite in the form of 
a nozzle can be used to form an anti-buildup liner which is resistant to carbon monoxide gas and 
resistant to the formation and buildup of alumina (see col. 5, line 12+). Benson applies a glaze to 
the body to protect the exterior surface of the body against oxidation during firing of the nozzle 
(see col. 6, line 24+). 

Claims 1 (amended), 3-4, and 24 are rejected under 35 U.S.C. 102(b) as being anticipated by 
USPN 5,908,577 to Yamamura et al. 

Yamamura teaches a nozzle for continuous casting of molten metal. The nozzle body 10 has 
a first surface (encompasses thin-slab nozzle of claims 3 and 4), the inner wall part 1 1 is over 10 
(functioning as an outer surface, see Figure 1). The inner wall acts as an insulative coating. 
Yamamura teaches the green ceramic body is fired, inherently producing a glaze over 1 1 at col. 
9, lines 55-60. At col. 4, lines 4-15, a carbon-containing graphite material is taught. A bore is 
defined in Figures 1-2. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 5,691,061 
to Hanse et al, as applied to claim 1 above, in view of WO 99/65842 to Brandy. 

Hanse essentially claims the instant invention. Hanse does not provide an insulative 
coating composition as that recited in instant claim 5. However, Brandy discloses an insulative 
coating composition especially suited for refractory materials such as sleeves at page 1, lines 1- 
20. The coating provided includes the composition of instant claim 5, teaching insulative 
microspheres in use at page 2, lines 1-10, page 3, lines 20-30, patented claims 1 and 7, providing 
advantages such as easy application and preventive health measures suitable for casting of 
molten metal. It would have been obvious to one of ordinary skill in the art to modify the 
refractive article of Benson to further include a refractive insulative coating composition as 
instant claim 5 requires because Brandy provides the composition for the purpose of providing 
advantages such as easy application and preventive health measures suitable for casting of 
molten metal. That the metal is capable of melting is not germane since it has been held that an 
element that is "being able to" perform a function is not a positive limitation but only requires 
the ability to so perform. It does not constitute a limitation in any patentable sense. In re 
Hutchinson, 69 USPQ 138. 

Claims 19-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
5,691,061 to Hanse et al. in view of WO 99/65842 to Brandy. 

Hanse teaches a refractory shape having a coating. The body is of a refractory material 
(2) having a layer (10) that covers the body partially or completely that is oxidized, also 
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comprising a slagline collar (8) or liner (10) which functions as an insulative coating (includes 
substantially covering), with a layer of glaze (3) which has the purpose of preventing oxidation 
of the refractory material during preheating and use. See col 4, lines 25-40. A bore is defined 
in Figure 5 (new claim 24). The material contains carbon, a binder, and alumina at col. 4, lines 
45-50. At col. 6, lines 50-60, teaches carbon-containing graphite as part of the refractory 
material. Figures 1 and 6 show a nozzle, thin and curved. 

Hanse does not provide an insulative coating composition as that recited in instant claims 
19 and 22. However, Brandy discloses an insulative coating composition especially suited for 
refractory materials such as sleeves at page 1, lines 1-20. The coating provided includes the 
composition of instant claim 5, teaching insulative microspheres in use at page 2, lines 1-10, 
page 3, lines 20-30, patented claims 1 and 7, providing advantages such as easy application and 
preventive health measures suitable for casting of molten metal. It would have been obvious to 
one of ordinary skill in the art to modify the refractive article of Hanse to further include a 
refractive insulative coating composition as instant claim 5 requires because Brandy provides the 
composition for the purpose of providing advantages such as easy application and preventive 
health measures suitable for casting of molten metal. That the metal is capable of melting is not 
germane since it has been held that an element that is "being able to" perform a function is not a 
positive limitation but only requires the ability to so perform. It does not constitute a limitation 
in any patentable sense. In re Hutchinson, 69 USPQ 138. 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 5,370,370 
to Benson in view of WO 99/65842 to Brandy, as applied to claim 1 above. 

Benson essentially claims the instant invention. As previously stated, Benson does not 



Application/Control Number: 09/758,741 p age ^ 

Art Unit: 1774 

provide an insulative coating composition as that recited in instant claim 5. However, Brandy 
discloses an insulative coating composition especially suited for refractory materials such as 
sleeves at page 1, lines 1-20. The coating provided includes the composition of instant claim 5, 
teaching insulative microspheres in use at page 2, lines 1-10, page 3, lines 20-30, patented claims 
1 and 7, providing advantages such as easy application and preventive health measures suitable 
for casting of molten metal. It would have been obvious to one of ordinary skill in the art to 
modify the refractive article of Benson to further include a refractive insulative coating 
composition as instant claim 5 requires because Brandy provides the composition for the purpose 
of providing advantages such as easy application and preventive health measures suitable for 
casting of molten metal That the metal is capable of melting is not germane since it has been 
held that an element that is "being able to" perform a function is not a positive limitation but 
only requires the ability to so perform. It does not constitute a limitation in any patentable sense. 
In re Hutchinson, 69 USPQ 138. 

Claims 19-23 (new) are rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
5,370,370 to Benson in view of WO 99/65842 to Brandy. 

Benson discloses a carbon-bonded, oxide refractory body in the form of a nozzle for use in 
casting molten metal, such as aluminum-killed steel (see col. 5, line 12+), where sleeve 16 serves 
as an insulative coating the substantially covers the nozzle forming a second outer surface, where 
the exterior second surface is coated with a glaze of a glass forming frit material (see col. 6, line 
20+). See Figure. Benson discovered that a carbon-bonded, oxide refractory material such as 
carbon-bonded alumina graphite in the form of a nozzle can be used to form an anti-buildup liner 
which is resistant to carbon monoxide gas and resistant to the formation and buildup of alumina 
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(see col. 5, line 12+). Benson applies a glaze to the body to protect the exterior surface of the 
body against oxidation during firing of the nozzle (see col. 6, line 24+). 

Benson essentially claims the instant invention. As previously stated, Benson does not 
provide an insulative coating composition as that recited in instant claim 19 and 22, However, 
Brandy discloses an insulative coating composition especially suited for refractory materials 
such as sleeves at page 1, lines 1-20. The coating provided includes the composition of instant 
-claim 5, teaching insulative microspheres in use at page 2, lines 1-10, page 3, lines 20-30, 
patented claims 1 and 7, providing advantages such as easy application and preventive health 
measures suitable for casting of molten metal. It would have been obvious to one of ordinary 
skill in the art to modify the refractive article of Benson to further include a refractive insulative 
coating composition as instant claim 5 requires because Brandy provides the composition for the 
purpose of providing advantages such as easy application and preventive health measures 
suitable for casting of molten metal. That the metal is capable of melting is not germane since it 
has been held that an element that is "being able to" perform a function is not a positive 
limitation but only requires the ability to so perform. It does not constitute a limitation in any 
patentable sense. In re Hutchinson, 69 USPQ 138. 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 5,908,577 to 
Yamamura et al., as applied to claim 1 above, in view of WO 99/65842 to Brandy. 

Yamamura essentially teaches the claimed invention. Yamamura does not provide the 
insulative composition of instant claim 5. However, Brandy discloses an insulative coating 
composition especially suited for refractory materials such as sleeves at page 1, lines 1-20. The 
coating provided includes the composition of instant claim 5, teaching insulative microspheres in 
use at page 2, lines 1-10, page 3, lines 20-30, patented claims 1 and 7, providing advantages such 



Application/Control Number: 09/758,741 p age g 

Art Unit: 1774 

as easy application and preventive health measures suitable for casting of molten metal. It would 
have been obvious to one of ordinary skill in the art to modify the refractive article of Yamamura 
to further include a refractive insulative coating composition as instant claim 5 requires because 
Brandy provides the composition for the purpose of providing advantages such as easy 
application and preventive health measures suitable for casting of molten metal. That the metal is 
capable of melting is not germane since it has been held that an element that is "being able to" 
perform a function is not a positive limitation but only requires the ability to so perform. It does 
not constitute a limitation in any patentable sense. In re Hutchinson, 69 USPQ 138. 

Claims 19-23 (new) are rejected under 35 U.S.C. 103(a) as being unpatentable over 
USPN 5,908,577 to Yamamura et al., as applied to claim 1 above, in view of WO 99/65842 to 
Brandy. 

Yamamura teaches a nozzle for continuous casting of molten metal. The nozzle body 10 has 
a first surface (encompasses thin-slab nozzle of claim 21), the inner wall part 1 1 is over 10 
(functioning as an outer surface, see Figure 1). The inner wall acts as an insulative coating. 
Yamamura teaches the green ceramic body is fired, inherently producing a glaze over 1 1 at col. 
9, lines 55-60. At col. 4, lines 4-15, a carbon-containing graphite material is taught. A bore is 
defined in Figures 1-2. 

Yamamura does not provide an insulative coating composition as that recited in instant 
claims 19 and 22. Brandy discloses an insulative coating composition especially suited for 
refractory materials such as sleeves at page 1, lines 1-20. The coating provided includes the 
composition of instant claim 5, teaching insulative microspheres in use at page 2, lines 1-10, 
page 3, lines 20-30, patented claims 1 and 7, providing advantages such as easy application and 
preventive health measures suitable for casting of molten metal. It would have been obvious to 
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one of ordinary skill in the art to modify the refractive article of Yamamura to further include a 
refractive insulative coating composition as instant claim 5 requires because Brandy provides the 
composition for the purpose of providing advantages such as easy application and preventive 
health measures suitable for casting of molten metal. That the metal is capable of melting is not 
germane since it has been held that an element that is "being able to" perform a function is not a 
positive limitation but only requires the ability to so perform. It does not constitute a limitation 
in any patentable sense. In re Hutchinson, 69 USPQ 138. 

Prior Appeal Brief Defect 
In Appellant's Brief, the grouping of claims has not been clearly set forth. Appellant should use 
the language as required by 37 CFR 1.192 (c) (7) in that the claims do/do not stand or fall 
together. For example, Appellant states that claim 1 shall represent claims 2-3, 6 and 24. Does 
Appellant mean that claims 2-3, 6 and 24 stand or fall with claim 1? 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tamra L. Dicus whose telephone number is 571-272-1519. The 
examiner can normally be reached on Monday-Friday, 7:00-4:30 p.m., alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Tamra L. Dicus 
Examiner 
Art Unit 1774 



July 19, 2004 




